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1)13 Responsive to communication(s) filed on 02 October 2006 . 
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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed October 2, 2006 have been fully considered but they 
are not persuasive. 

2. With respect to the applicant's assertion on pages 2 and 3, alleging that the 
examiner should examine all the groups because there is- no serious burden, the 
examiner disagrees. How does the applicant define serious burden? As long the 
searches for all the groups cannot be conducted at the same time, i.e. searching for the 
same invention, it creates a serious burden because each of groups would have to be 
searched separately placing emphasis on different limitations and structure, which in 
fact would require a search among different sets of prior art. 

3. Furthermore, the examiner would like to note that all of the species correspond to 
different figures in the instant specification, clearly showing distinctions between the 
inventions. 

4. Moreover the examiner would also like to emphasize that there should be only 
one invention in one patent application. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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6. Claim 5 is rejected under 35 U.S.C. 112. second paragraph , as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claim 5 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential steps, such omission amounting to a gap between the steps. See 
MPEP § 2172.01 . The omitted steps are: what happens if the second computer file is 
not a later version of the first computer file, but completely independent file? 

8. The term "may" in claim 5 is a relative term, which renders the claim indefinite. 
The term "may" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. From the language of claim 5, 
it is unclear if the user uses the third massage to navigate through the content space, or 
not. Since the applicant states that the "user may use the third message", it leads to the 
conclusion that the third massage is not essential to the claimed invention. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claim 5-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hussam (US Publication 2003/0050927). 
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As to claim 5. Hussam discloses a method of enabling forward navigation, 
wherein the method comprises: receiving a first message digest (Figure 9, Outline) that 
identifies a first computer file (Figure 9, document A); receiving a second message 
digest (Figure 9, Outlines) that identifies a second computer file (Figure 9, document B); 
receiving an indication that the second computer file is a later version of the computer 
file (date of creation would be this indication, paragraphs 83 and 10); creating a 
mapping table that maps the first message digest into the second message digest 
(Figure 9, wherein all if the message digests come to the common point, i.e. map first 
and second message digests); creating a descriptor file (Figure 9, Tabular report) that 
includes the first message digest and an identification of the mapping table (summary of 
experts' highlights); and creating a third message digest of the descriptor file and 
returning the third message digest to a user (Figure 18, user inputs annotations), 
whereby the user uses the third message digest to navigate forward through the content 
space formed by the first and the second computer files (Figure 20). 

As to claim 6 . Hussam discloses a method wherein the first message digest 
(Figure 9, Outline) is the digest of first descriptor file (wherein a first descriptor file is 
considered to be a Highlighted HTML document with a user annotations or highlights, 
paragraphs 216, 213 and 199) that identifies first computer file (Figure 9, element HTML 
document Highlighted by Expert A), wherein the second message digest (Figure 9, 
Outline) is the digest of a second descriptor file (wherein a second descriptor file is 
considered to be a Highlighted HTML document with a user annotations or highlights, 
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paragraphs 216, 213 and 199) that identifies the second computer file (Figure 9, HTML 
document highlighted by Expert B). 

As to claim 7 , Hussam discloses a method wherein the first and second 
descriptor files include metadata concerning the first and second computer files, 
respectively (the first and second descriptor files, as indicated above, presents both 
Experts' highlights and user annotations (paragraphs 216, 213 and 199), therefore 
those additional information regarding the documents are considered metadata (i.e. 
data about the data)). 

As to claim 8 , Hussam discloses a method wherein the second computer file is 
received by the user or is created by the user (Figure 18, i.e. retrieving). 

As to claim 9 , Hussam discloses a method wherein the descriptor file includes 
meta data (as shown in figure 9, tabular report includes the highlights which are 
considered metadata). 

As to claim 10 , Hussam discloses a method wherein the descriptor file includes 
the mapping table (Figure 9, descriptor file has include mapping information because all 
the highlights have to refer to its original source document). 

As to claim 11 Hussam discloses a method wherein the descriptor file includes 
a message digest that identifies the mapping table (Figure 9, the descriptor file (tabular 
report) comprises the message digest information (Outline of experts' highlights)). 
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The Prior Art 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Hung et al (US Publication 2004/0107214) disclose a customized 
document portfolio system integrating IP libraries and technology 
documents, wherein the corresponding versions of a document are 
synchronized for easier search. 

Brelin et al (US Patent 6810446) disclose a system and method for 
navigating and deleting descriptors, wherein descriptors are related with 
respect to each other in hierarchical structure. 

Inquiry 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela M. Lie whose telephone number is 571-272- 
8445. The examiner can normally be reached on M-F. 

1 3. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on 571-272-1834. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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14. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information . 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Angela M Lie 




